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(D) Information relating to inventorship under 
35 U.S.C. 102(g). 

(E) Information relating to sufficiency of disclo- 
sure or failure to disclose best mode, under 35 U.S.C. 
112. 

(F) Any other information demonstrating that the 
application lacks compliance with the statutory 
requirements for patentability. 

(G) Information indicating "fraud" or "violation 
of the duty of disclosure" under 37 CFR 1.56 may be 
the subject of a protest under 37 CFR 1.291(a). Pro- 
tests raising fraud or other inequitable conduct issues 
will be entered in the application file, generally with- 
out comment on those issues. 37 CFR 1.291(b). 

Different forms of evidence may accompany, or be 
submitted as a part of, a protest under 37 CFR 
1.291(a). Conventional prior art documents such as 
patents and publications are the most conunon form 
of evidence. However, other forms of evidence can 
likewise be submitted. Some representative examples 
of other forms of evidence are litigation-related mate- 
rials such as complaints, answers, depositions, 
answers to interrogatories, exhibits, transcripts of < 
hearings or trials, court orders and opinions, stipula- 
tions of the parties, etc. Where only a portion of the 
litigation-related materials is relevant to the protest, 
protestors are encouraged to submit only the relevant 
portion(s). 

In a protest based on ah alleged public use or sale 
by, or on behalf of, the applicant or applicant's 
assignee, evidence of such public use or sale may be 
submitted along with affidavits or declarations identi- 
fying the source(s) of the evidence and explaining its 
relevance and meaning. Such evidence might include 
documents containing offers for sale by applicant or 
appUcant's assignee, orders, invoices, receipts, deliv- - 
ery schedules, etc. The Office will make a decision as 
to whether or not pubUc use or sale has been estab- 
lished based on the evidence the Office has available. 
If applicant denies the authenticity of the documents 
and/or evidence, or if the alleged public use and/or 
sale is by a party .other than applicant or applicant's 
assignee, protestor may find it desirable or necessary 
to proceed via 37 CFR 1.292 (public use proceedings) 
rather tiian by a protest under 37 CFR 1 .29 1 . 

While the forms in which evidence and/or informa- 
tion may be submitted with, or as a part of, a protest 
under 37 CFR . 1.291(a) are not limited, protestors 


must recognize that such submissions may encounter 
problems such as establishing authenticity and/or the 
probative value to apply to the evidence. Obviously, 
the Office will have to evaluate each item of evidence 
and/or information submitted with a view as to both 
its authenticity and what weight to give thereto. 

Information which is subject to a court-imposed 
protective or secrecy order may be submitted with, or 
as a part of, a protest under 37 CFR 1.291(a). Trade 
secret information which was obtained by a protestor 
through agreements with others can likewise be sub- 
mitted. Such information, if submitted, will be treated 
in accordance with the guidelines set forth in MPEP 
§ 724 and will be made public if a reasonable exam- 
iner would consider the information important in 
deciding whether to allow the application to issue as a 
patent. 

1901.03 How Protest Is Submitted 

A protest under 37 CFR 1.291(a) must be submitted 
in writing, must specifically identify the application to 
which the protest is directed by application number or 
serial number and filing date, and must include a list- 
ing of all patents, publications, or other information 
relied on; a concise explanation of the relevance of 
each listed item; an English language translation of all 
relevant parts of any non-English language document; 
and be accompanied by a copy of each patent, publi- 
cation, or other document relied on. Protestors are 
encouraged to use form FrO-1449 "Information Dis- 
closure Statement" (or an equivalent form) when pre- . 
paring a protest under 37 CFR 1.291, especially the- 
listing enumerated under 37 CFR 1.291(b)(1). See 
MPEP § 609. In addition, the protest and any accom- 
panying papers must either (1) reflect tiiat a copy of 
the same has been served upon the applicant or upon 
the applicant's attorney or agent of record; or (2) be 
filed with the Office in duplicate in the event seryice 
is not possible. 

It is important that any protest against a pending 
application specffically identify the application to 
which the protest is directed with the identification 
being as complete as possible. If possible, the follow- 
ing information should be placed on the protest: 

(A) Name of Applicant(s). 

(B) Application number (mandatory). 

(C) Filing date.of application. 

(D) Tide of invention. 
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(E) Group art unit number (if known). 

(F) Name of examiner to whom the application is 
assigned (if known). 

(G) Current status and location of application (if 
known). 

(H) The word "ATTENTION:" foUowed by the 
area of the Office to which the protest is directed as 
set forth below. 

In addition to the above information, the protest 
itself should be clearly identified as a "PROTEST 
UNDER 37 CFR 1.291(a)." If the protest includes 
exhibits or other attachments, these should also con- 
tain identifying information thereon in order to pre- 
vent them from becoming inadvertently separated and 
lost. 

Any protest can be submitted by mail to the Assis- 
tant Commissioner for Patents, Washington, D.C. 
^0231, and should be directed to the attention of the 
Director of the particular Technology Center in which 
the application is pending. If the protestor is unable to 
specifically identify the application to which the pro- 
test is directed, but, nevertheless, believes such an 
application to be pending, the protest should be 
directed to the attention of the Office of Petitions, 
along with as much identifymg data for the applica- 
tion as possible. Protests which do not adequately 
identify a pending patent appUcation will be returned 
to the protestor and will not be further considered by 
the Office. 

Where a protest is directed to a reissue application 
I for a patent which is involved in litigation, the outside 
\/ envelope and the top right-hand portion of the protest 
should be marked with the words^^^ISSUE LITI- 
GATION." The notations preferably should be written 
in a bright color w iUi a felt point m arker. Any "REIS- 
SUE LITIGATION" protest maileiTto the Office 
should be so marked and mailed to BOX DAC . How- 
. ever, in view of the urgent nature of most "REISSUE 
LITIGATION" protests, protestor may wish to hand- 
carry the protest to the appropriate area in order to 
ensure prompt receipt and to avoid any unnecessary 
delays. 

INITIAL PROTEST SUBMISSION MUST BE 
COMPLETE 

A protest must be complete and contain a copy of 
every document relied on by protestor, whether the 
document is a prior art document, court litigation 


material, affidavit, or declaration, etc., because a pro- 
testor will not be given an opportunity to supplement 
or complete any protest which is incomplete. Active 
participation by protestor ends with the filing of the 
initial protest, as provided in 37 CFR 1.291(c), and no 
further submission on behalf of protestor will be 
acknowledged or considered, except for additional 
prior art, or unless such submission clearly raises new 
issues which could not have been earlier presented. 
Protests which will not be entered in the application 
file include those further submissions in violation of 
37 CFR 1.291(c) by which protestor merely seeks to 
participate in the examination process. For example, 
mere arguments relating to an Office action or an 
applicant's reply would not qualify as a new protest. 
Likewise, additional comments seeking to bring in 
further or even new data or information with respect 
to an issue previously raised by protestor would not 
qualify as a new protest. The Office will not add these 
arguments or comments to the original protest and 
will not enter them in the application file. 

Even new protests which also argue Office actions 
or replies or any matter beyond the new issue should 
not accepted. Improper protests will be returned by 
the Technology Center (TC) Director. While improper 
protests will be returned, a new protest by an earlier 
protestor will be proper and can be entered if it is 
clearly limited to new issues which could not have 
been earlier presented, and thereby constitutes a new 
protest. 

As indicated in 37 CFR 1.291(b)(3), a protest must 
be accompanied by a copy of each prior art document 
relied on in order to ensure consideration by the 
examiner, although a protest without copies of prior 
art documents will not necessarily be ignored. While a 
protest without copies of documents will not neces- 
sarily be ignored, the submission of such documents 
with the protest will obviously expedite and ensure 
consideration of the documents, which consideration 
might not otherwise occur. Further, some documents 
which are available to protestor may not be otherwise 
available to the Office. 

Every effort should be made by a protestor to serve 
a copy of the protest ugon the attorney or agent of 
record or upon the applicant if no attorney or agent is 
of record. Of course, the copy served upon applicant 
or upon applicant's attorney or agent should be a com- 
plete copy including a copy of each prior art or other 
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document relied on in the same manner as required by 
37 CFR 1.291(a) for the Office copy. The protest filed 
in the Office should reflect, by an appropriate "Certif- 
icate of Service," that service has been made as pro- 
vided in 37 CFR 1.291(a). Only in those instances 
where service is not possible should the protest be 
filed in duplicate in order that the Office can attempt 
service. 

1901.04 When Should the Protest Be 
Submitted 

A protest under 37 CFR 1.291(a) must be submitted 
prior to the date the application was published or the 
mailing of a notice of allowance under 37 CFR 1.31 i, 
whichever occurs first, and the application must be 
pending when the protest and application file are 
brought before the examiner in order to be ensured of 
consideration. As a practical matter, any protest 
should be submitted as soon as possible after the pro- 
testor becomes aware of the existence of the applica- 
tion to which the protest is to be directed. By 
submitting a protest early in the examination process, 
i.e., before the Office acts on the application if possi- 
ble, the protestor ensures that the protest will receive 
maximum consideration and will be of the most bene- 
fit to the Office in its examination of the application. 
A protest submitted after the mailing of the notice of 
allowance will not knowingly be ignored if the protest 
includes prior art documents which clearly anticipate 
or clearly render obvious one or more claims. How- 
ever, the likelihood of consideration of a protest 
decreases as the patent date approaches. 

A protest filed after final rejection and complying 
with 37 CFR 1.291(a) will be considered if the appli- 
cation is still pending when the protest and applica- 
tion are provided to the examiner. However, 
prosecution will not ordinarily be reopened after final 
rejection if the prior art cited in the protest is merely 
cumulative of the prior art cited in the final rejection. 
If a protest is not submitted within the time period set 
forth in 37 CFR 1.291(a)(1) it will be acknowledged 
as set forth in MPEP § 1901,05 only if a self- 
addressed postcard is included with the protest, and 
referred to the examiner having charge of the subject 
matter involved for handling as set forth in MPEP 
§ 1901.06. 

A protest with regard to a reissue application 
should be filed within the 2-month period following 


announcement of the filing of the. reissue application 
in the Official Gazette. If, for some reason, the protest 
of the reissue application cannot be filed within the 2- 
month period provided by MPEP § 1441, the, protest 
can be submitted at a later time, but the protestor must 
be aware that reissue applications are "special" and a 
later filed protest may be received after action by the 
examiner. Any request by a protestor in a reissue 
application for an extension of the 2-month period 
following the announcement in the Official Gazette 
will be considered only if filed in the form of a peti- 
tion under 37 CFR 1.182 and accompanied by the 
petition fee set forth in 37 CFR 1.17(h). The petition 
under 37 CFR 1.182 and the petition fee must be filed 
prior to the expiration of the 2-morith period provided 
by MPEP § 1441. The petition must explain why the 
additional time is necessary and the nature of the pro- 
test intended. A copy of such petition must be served 
upon applicant in accordance with 37 CFR 1.248. The 
petition should be directed to the appropriate Technol- 
ogy Center (TC) which will forward the petition to the 
Office of Petitions for decision. Any such petition will 
be critically reviewed as to demonstrated need before 
being granted since the delay of examination of a reis- 
sue application of another party is being requested. 
Accordingly, the requests should be made only where 
necessary, for the minimum period required, and with 
a justification establishing the necessity for the exten- 
sion. 

If the protest is a "REISSUE LITIGATION" pro- 
test, it is particularly important that it be filed early if 
protestor wishes it considered at the time the Office 
first acts on the application. Protestors should be 
aware that the Office will entertain petitions under 37 
CFR 1.182, when accompanied by the petition fee set 
forth in 37 CFR 1.17(h), to waive the 2-month delay 
period of MPEP § 1441 in appropriate circumstances. 
Accordingly, protestors to reissue applications cannot 
automatically assume that the full 2-month delay 
period of MPEP § 1441 will always be available. 

If a protest is filed in a reissue application related to 
a patent involved in a pending interference proceed- 
ing, the reissue application should be referred to the 
Office of the Deputy ConMnissioner for Patent Exami- 
nation Policy before the protest is considered and the 
application is acted on by the TC. See also MPEP 
§ 1441 as to the filing of a protest in a reissue applica- 
tion. 
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